AMENDMENT UNDER 37 C.F.R. § 1.116 
Application No.: 10/549,668 



Attorney Docket No. : Q903 1 7 



REMARKS 

After entry of this Amendment, claims 1 and 3-9 will be all the claims pending in the 
application. 

Claims 1 and 7-9 have been amended. Support for the amendment to claims 1 and 8 may 
be found e.g., in the specification at page 5, lines 15-19. Support for the amendment to claim 7 
may be found e.g., in the specification at Example 2. Support for the amendment to claim 9 may 
be found e.g., in the specification at page 9, lines 17-20. 

No new matter has been added. 

Entry of the above amendments is respectfully requested. 

I. Preliminary Matters 

Applicants thank the Examiner for withdrawing the rejection of claim 1 under 35 
U.S.C. § 102(b) over Barrera (U.S. Patent No. 5,965,256) in view of the Amendment filed 
February 27, 2009. 

II. Claim Rejections - 35 U.S.C. § 112, f 1 

On page 3 of the Office Action, claims 7 and 9 are rejected under 35 U.S.C. § 1 12, first 
paragraph, as allegedly failing to comply with the written description requirement. 

A. Regard claim 7, in response, and while not agreeing that the rejection is correct, 
claim 7 has been amended to recite the weight average molecular weight of the difunctional 
urethane (meth) acrylate as 8,000 to 14,000. 

Further, Applicants respectfully submit that there is no in haec verba requirement for 
such claim limitations. See, MPEP § 2 163. LB. Additionally, Applicants submit that under 
MPEP § 2163.05(111), with respect to changing numerical range limitations, an analysis must 
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take into account which ranges one skilled in the art would consider inherently supported by the 
discussion in the original disclosure. For example, in In re Wertheim, 541 F.2d 257, 191 USPQ 
90 (CCPA 1976), the court found that a limitation to "between 35% and 60%" did meet the 
description requirement based on ranges described in the original specification that included a 
range of "25%- 60%" and specific examples of "36%" and "50%." 

It is admitted in the Office Action that there is support in the specification to state that the 
weight average molecular weight of the difunctional urethane (meth)acrylate is in the range of 
3,000 to 20,000 or 5,000 to 15,000. See, page 3, paragraph 7. Since Example 1 discloses a 
difunctional urethane (meth)acrylate molecular weight of 14,000 {see, page 17, lines 2-9), and 
since Example 2 discloses a difunctional urethane (meth)acrylate molecular weight of 8,000 (see, 
page 19, lines 16-18), Applicants submit the specification as originally filed supports present 
claim 7, particular in view of the decision in Wertheim. 

Withdrawal of the rejection is respectfully requested. 

B. Regarding claim 9, in response, and while not agreeing that the rejection is 
correct, claim 9 has been amended to recite that the ultraviolet curable hard coat agent is a 
polyfunctional ultraviolet curable acrylic compound having three or more functional groups. 

Applicants submit that present claim 9 meets the written description requirements, 
particularly in view of the admission in the Office Action that there is support in the specification 
to recite that the ultraviolet curable hard coat agent is a polyfunctional ultraviolet curable acrylic 
compound having three or more functional groups. See, page 3, paragraph 8. 

Withdrawal of the rejection is respectfully requested. 
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III. Claim Rejections - 35 U.S.C. S 112, 12 

On page 4 of the Office Action, claims 1-4 and 6-9 are rejected under 35 U.S.C. § 1 12, 
second paragraph as allegedly being indefinite. 

Initially, Applicants submit that claim 2 has been canceled, rendering the rejection moot 
for this claim. 

Regarding the remaining claims, in response, and while not agreeing that the rejection is 
correct, claims 1 and 8 have been amended to recite specific polymerizable compounds, in order 
to more clearly recite what compounds are included as other polymerizable compounds. 

Withdrawal of the rejection is respectfully requested. 

IV. Claim Rejections - 35 U.S.C. § 103 

On page 5 of the Office Action, claims 1, 3, 7 and 8 are rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Barrera in view of Mori (JP 1 1-189762). Applicants traverse the 
rejection for the following reasons. 

A. Initially, it is indicated in Office Action that "the aforementioned teaching of 
Barrera together with Barrera's disclosure at column 3 lines 17-20 and at column 4 lines 53-55 is 
interpreted to read on [Applicant's claimed PSA sheet having a structure and composition of 
hard coat layer/urethane (meth)acrylate layer/PSA layer," and that Barrera's cured urethane 
(meth)acrylate layer and outermost layer of fluoro-containing layer is equivalent to Applicants' 
cured difunctional urethane (meth)acrylate layer and hard coat layer respectively. 

However, Applicants respectfully submit that at column 3, lines 17-20 and at column 4, 
lines 53-55 of Barrera, the urethane (meth) acrylate layer is not disclosed. Specifically, at 
column 3, lines 44-48, Barrera disclose that "Preferably, the IPN layer comprises a urethane- 
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acrylate IPN, more preferably a urethane-acrylate IPN in which the urethane component provides 
durability and solvent resistance and the acrylate component provides toughness and flexibility." 

Applicants submit that the urethane-acrylate IPN of Barrera is not equivalent to the 
claimed cured material of urethane (meth)acrylate because the IPN is a blended polymer 
containing a polymer A and a polymer B, and wherein polymer A and polymer B are not bonded 
in the IPN (this is disclosed in, e.g., the attached pages 153-154 of the general Japanese textbook 
"Basis of Polymer Science"). Further, "Basis of Polymer Science" discloses, that the IPN is 
obtained by polymerizing monomers A to form a polymer network of a polymer A and 
polymerizing monomers B in the presence of the polymer network of the polymer A to form a 
polymer B. To further support Applicants' averment, Applicants attach herewith a copy of the 
online entry for "interpenetrating polymer network" in the International Union of Pure and 
Applied Chemistry Compendium of Chemical Terminology, The Gold Book, Second Edition 
(ISBN 0865426848), located at http://www.iupac.org/goldbook/IT07237.pdf and last visited 
August 19, 2009. 

Accordingly, the urethane-acrylate IPN of Barrera is a blended polymer containing a 
polyurethane polymer and a polyacrylate polymer. In the urethane-acrylate IPN of Barrera, the 
polyurethane polymer and the polyacrylate polymer are not bonded. 

From the above discussion, the urethane-acrylate IPN of Barrera is obtained by 
polymerizing acrylic monomers to form a polymer network of a polyacrylate polymer and 
polymerizing polyisocyanate monomer and diol in the presence of the polymer network of the 
polyacrylate polymer to form a polyurethane polymer, which is interpenetrated in the polymer 
network of the polyacrylate polymer. However, the polymer network of the polyacrylate 
polymer and the polymer network of the polyurethane polymer are not bonded. 
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On the other hand, the cured urethane (meth)acrylate layer recited in the present claims is 
formed by curing a curable composition containing a difunctional urethane (meth)acrylate 
having a weight average molecular weight of 5,000 to 20,000, and optionally one or more 
polymerizable compounds. 

The difunctional urethane (meth)acrylate is a polyurethane compound having two (meth) 
acrylate groups as reacting parts. 

Accordingly, the material property of the blended polymers containing the polyacrylate 
polymer and the polyurethane polymer in the urethane-acrylate IPN of Barrera is different from 
the material properties of the polymer of the urethane (meth)acrylate recited in the present 
claims. 

Therefore, the urethane-acrylate IPN of Barrera is different from the polymer of the 
urethane (meth)acrylate recited in the present claims. 

For the reasons discussed above, Applicants submit that the pressure sensitive adhesive 
sheet for protecting a surface of the present invention has an unexpectedly superior priority over 
the surface protection film and coating of Barrera with respect to an improved visual definition 
of an image and a superior bending resistance property. See, e.g., Table 1 of the specification. 
In this regard, Applicants note that unexpectedly superior results do not have to be claimed to be 
relevant to patentability; in fact, the advantage does not even need to be disclosed in the 
application, as set forth in In re Chu, 66 F.3d 292, 298-99, 36 USPQ2d 1089, 1094-95 (Fed. Cir. 
1995), cited in MPEP 716.02(f). For this additional reason, the present invention is unobvious. 

B. Further, Applicants submit that for the reasons discussed above, the urethane- 
acrylate IPN of Barrera is different from the polymer of the urethane (meth)acrylate disclosed in 
Mori. Accordingly, a skilled artisan would not have a reason to and could not have combined 



9 



AMENDMENT UNDER 37 C.F.R. § 1.116 



Attorney Docket No. : Q903 1 7 



Application No.: 10/549,668 

the disclosures of Barrera and Mori to arrive at the present invention with a reasonable 
expectation of success because the urethane-acrylate IPN of Barrera cannot bond with the 
urethane (meth)acrylate of Mori. 

Withdrawal of the rejection is respectfully requested. 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 



Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 




Registration No. 51,822 



WASHINGTON OFFICE 



23373 



CUSTOMER NUMBER 



Date: August 27, 2009 
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interpenetrating polymer network 

Recommended acronym: IPN 

Polymer comprising two or more polymer networks which are at least 
partially interlaced on a molecular scale, but not covalently bonded to 
each other and cannot be separated unless chemical bonds are broken. 

Notes: 

1 . A mixture of two or more preformed polymer networks is not an 
interpenetrating polymer network. 

2. An IPN may be further described by the process by which it is 
synthesized. When an IPN is prepared by a process in which the 
second component network is polymerized following the completion 
of polymerization of the first component network, the IPN may be 
referred to as a sequential IPN. When an IPN is prepared by a process 
in which both component networks are polymerized concurrently, the 
IPN may be referred to as a simultaneous IPN. 

2004, 76, 1989 

N.B. This supersedes an earlier definition. 



IUPAC Compendium of Chemical Terminology 
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